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DETAILED ACTION 
Request for Continued Examination 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1 . 1 1 4, and the fee set forth in 37 CFR 1 . 1 7(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on January 20, 2006 has been entered. 

Response to Amendment 

2. The amendment file on January 20, 2006 has been considered but is ineffective to 
overcome the Myhre Affidavit, Logan et al. (5,21,827), Saxe (5,636,356) and Weinblatt 
(5,515,270) references. Claims 34 and 61 have been amended. Dependent Claims 65-70 have 
been added. The currently pending claims considered below are Claims 1-44, 46-50 and 56-70. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1,2, 5-1 6. 1 8, 1 9, 29-32, 42-44, 49, and 56-64 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over the The Myhre Affidavit in view of Logan et al. (5,21 ,827). 

Claim 1: The Myhre Affidavit discloses a method for providing a discount to a customer 
which includes: 

a. Receiving an indication that a customer is to purchase an item from a merchant; 
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b. Providing an offer (discount/subsidy) to the customer from a second merchant 
(manufacturer/advertiser/service provider) prior to the purchase transaction being 
completed; 

c. Receiving a response from the customer accepting the offer; and 

d. Applying the benefit (discount/subsidy) to the item. 

The Examiner notes that Radio Shack would "present a list of service plans offered by 
Sprint with their costs and the amount of discount each would bring on the current 
purchase of the cell phone" once the customer indicated his desire to purchase the cell 
phone (steps a and b above). If the customer accepted the subsidy offer and completed 
the Sprint service application form, the discount on the cell phone purchase would be 
given upon receipt of an approval code from Sprint (steps c and d above). Each of the 
service plans had various rules which delineated the qualifications needed to be met by 
the customer and/or cell phone before it was a viable offerable option, e.g. subsidy 
based on length or terms of service contract, cost of phone, age or other demographics 
of the customer, etc. While The Myhre Affidavit does not explicitly disclose that the 
customer is conducting the transaction on the merchant's web site, Official Notice is 
taken that it is old and well known within the retail arts for merchants to conduct 
business and sell a myriad of products, to include cellular telephones, on the Internet 
through web sites. Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to update the circa 1990 Radio Shack system 
to sell products via an online web site. One would have been motivated to sell products 
via a web site in order to reach a far wider range of customers. This is the basic reason 
so many companies have migrated at least part of their product sales to the Internet in 
the past 10-12 years. While The Myhre Affidavit does not explicitly disclose that the 
offer is from a second merchant who has been selected from a plurality of merchants 
based on the customer information, Logan discloses a similar method and further 
discloses providing an offer from a second merchant selected from a plurality of 
merchants based on the customer information (col 9, lines 23-50). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to use customer information, such as an indicated preference for a service 
provider (e.g. Sprint or AT&T), to present an offer to the Radio Shack customer. One 
would have been motivated to select the offer from a plurality of secondary merchants in 
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order to give the customer greater latitude in the selection of service plans and 
providers, thus increasing the likelihood that the customer would accept the offer. If, for 
instance, the customer had several bad experiences with AT&T in the past, there would 
be little incentive, and probably much disincentive, for the customer to accept the 
subsidy offer if it bound him to a year-long service contract with AT&T. 

Claim 2: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, and 
The Myhre Affidavit further discloses receiving customer information (e.g. via the Sprint 
service application form). The Examiner notes it would have been obvious during the 
course of a sales inquiry by the customer that customer information is conveyed. 
Furthermore, the Examiner notes that the application form would contain at least the 
customer's name and address along with other pertinent information such as financial 
account, existing telephone number(s), and any other information that Sprint would need 
to determine whether or not to approve the application; while the application would also 
include information about the product (cellular telephone) that was being purchased by 
the customer, that information would be entered by the store clerk, not by the customer. 

Claim 5: The Myhre Affidavit and Logan disclose the method as in Claim 2 above, and 
Loqan further discloses providing an offer from a second merchant selected from a 
plurality of merchants based on the customer information (col 9, lines 23-50). Therefore, 
it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use customer information, such as an indicated preference for a service 
provider (e.g. Sprint or AT&T), to present an offer to the Radio Shack customer. One 
would have been motivated to select the offer from a plurality of secondary merchants in 
order to give the customer greater latitude in the selection of service plans and 
providers, thus increasing the likelihood that the customer would accept the offer. If, for 
instance, the customer had several bad experiences with AT&T in the past, there would 
be little incentive, and probably much disincentive, for the customer to accept the 
subsidy offer if it bound him to a year-long service contract with AT&T. 

Claim 6: The Myhre Affidavit and Logan disclose the method as in Claim 2 above, and 
The Myhre Affidavit further discloses providing an offer based on the customer 
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information (indication of willingness to purchase the cell phone). It also would have 
been obvious to base the offer on other types of customer information, such as marital 
status. For example, it would have been obvious to present to a customer who is married 
and has teenage children an offer for a family calling plan (and, if the salesman is any 
good, additional phone sets); whereas, such an offer would be inappropriate, or at least 
more likely to be rejected, if the customer was a young, unmarried college student. 

Claim 7: The Myhre Affidavit and Logan disclose the method as in Claim 2 above, and 
The Myhre Affidavit further discloses requesting and receiving customer information from 
the customer (e.g. completing the Sprint service application form). 

Claims 8 and 9: The Myhre Affidavit and Logan disclose the method as in Claim 7 
above, and The Myhre Affidavit further discloses transmitting a question to the customer 
and receiving the customer's answer (inherent in application forms). 

Claim 10: The Myhre Affidavit and Logan disclose the method as in Claim 2 above, but 
do not disclose verifying the accuracy of the customer information. Official Notice is 
taken that it is old and well known within the information arts to verify incoming data, 
such as customer information (see col 9, lines 9-1 4 of Woolston, 5;845,265, submitted 
by Applicant as item EE on the Information Disclosure Statement filed on May 19, 1999, 
paper number 5, as support for this Official Notice) . Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to verify 
the customer information upon receipt. One would have been motivated to verify the 
accuracy of the information in order to ensure the database is keptas up-to-date and as 
accurate as possible and to facilitate the approval process by Sprint. If incorrect 
customer information has been entered on the application form, such as a misspelled 
name, it may be impossible for Sprint to complete a credit check and issue an approval 
of the application. 

Claims 11-13: The Myhre Affidavit and Logan disclose the method as in Claim 10 above, 
but do not disclose assessing a penalty if the customer information is not accurate. 
Official Notice is taken that it is old and well known within the information arts to penalize 
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users when the entered information, such as log-in and password information, is not 
accurate. It is also well known that this penalty may take many forms, such as 
monetary, denial of service, disconnection, etc. (see col 4, lines 33-39 of Baker et all 
5,884,292, submitted by Applicant as item FF on the Information Disclosure Statement 
filed on May 19, 1999, paper numbers, as support for this Official Notice). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to penalize the customer for inaccurate information. One would have been 
motivate to penalize the customer in one of these manners in order to ensure the 
accuracy of the information retained in the database and to enforce any limitations on 
the benefit, such as the number of times a customer may receive the benefit within a 
specified time period, etc. The Myhre Affidavit implies such a penalty when Sprint 
returns a non-approval (rejection) of the application form, thus preventing the customer 
from not only receiving the benefit, but also from being able to activate the cell phone at 
the time of purchase (unless another service provider approves a secondary offer to the 
customer). 

Claim 14: The Myhre Affidavit and Logan disclose the method as in Claim 10 above, but 
do not disclose verifying the information prior to consummating the purchase. Official 
Notice is taken that it is old and well known and would have been obvious to one having 
ordinary skill in the art at the time the invention was made to verify the customer 
information prior to processing the transaction (see col 4, lines 33-39 of Baker et al, 
5,884,292, submitted by Applicant as item FF on the Information Disclosure Statement 
filed on May 19, 1999, paper number 5, as support for this Official Notice). One would 
have been motivated to ensure this prior to completing the transaction in order to 
prevent entry of fraudulent or inaccurate information into the database, to ensure the 
purchased item is delivered to the correct address, and to ensure that the credit card 
data is correct prior to releasing the merchandise to the customer. 

Claims 15 and 16: The Myhre Affidavit and Logan disclose the method as in Claim 2 
above, and The Myhre Affidavit further discloses providing the offer after receiving and 
based upon the customer information (tailored sales offer and indication of willingness to 
purchase the cell phone). 
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Claim 18: The Myhre Affidavit and Logan disclose the method as in Claim 2 above, and 
The Myhre Affidavit further discloses that the customer information includes the location 
or Internet address of the customer (customer address on the application form). 

Claim 19: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, and 
The Myhre Affidavit further discloses that the benefit is a reduced price (discount) for the 
item (subsidized price). 

Claims 29-32: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, 
and The Myhre Affidavit further discloses requesting the customer to participate in a 
transaction with a second merchant (signing a service contract), receiving an indication 
from the customer agreeing to such participation, and that the agreement is to initiate a 
service contract with the second merchant. 

Claim 42: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, and 
The Myhre Affidavit further discloses providing the offer only when a predetermined rule 
is satisfied (customer indicates willingness to purchase the cell phone)(i.e. the offer to 
subsidize the purchase of a cellular telephone is not provided if the customer is 
purchasing a computer). 

Claims 43 and 44: The Myhre Affidavit and Logan disclose the method as in Claim 1 
above, and The Myhre Affidavit further discloses provide a plurality of offers from the 
merchant ("list of service plans") and receiving an indication of a selected offer from the 
customer. 

Claim 49: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, and 
The Myhre Affidavit further discloses receiving a payment from the second merchant 
upon acceptance of the offer ("Sprint would reimburse Radio Shack"). 

Claims 56-60 and 63: The Myhre Affidavit and Logan disclose the method as in Claim 1 
above, and The Myhre Affidavit discloses transmitting a form to the customer who 
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completed the form and returns it to the system. However, The Myhre Affidavit does not 
disclose that the offer is a discount based on the customer's application for a credit card; 
nor that the customer completes and submits an application form online after the system 
determines that the customer does not already have another credit card account with the 
credit card issuer. Official Notice is taken that it is old and well known within the 
marketing arts to make promotional offers to customers who will complete and submit 
application forms for credit cards (see the Times Newspaper article by Stephen Ellis, 
"Credit card forms drive down costs", submitted by Applicant as item GG on the 
Information Disclosure Statement filed on May 19, 1999, paper number 5, which is cited 
in support of this Official Notice). These offers are not only made at a merchant's point of 
sale, but are prevalent throughout our "plastic" society. Indeed, with the advent of 
"sponsored" credit cards several years ago, such as banks and even gasoline 
companies issuing VISA cards, surveys have shown that each American receives 
dozens of such offers each year. Indeed, even Radio Shack offered its own brand of 
credit card and included a percentage discount on your first purchase with it. Therefore, 
it would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include a promotion based on a credit card application by the customer. 
One would have been motivated to use such a promotion in order to increase the 
amount of credit available to the customer, thus enticing the customer to spend more at 
the merchant. One would have been motivated to ensure that the customer did not 
already have an account with the credit card issuer in order to avoid providing an 
excessive credit limit to a customer. 

Claims 61 and 65: The Myhre Affidavit and Logan disclose a method comprising: 

a. receiving an indication that a customer is willing to make a purchase from a first 
merchant; 

b. receiving information about the customer, in which the information about the customer 
does not include information about the purchase; 

c. selecting a second merchant from a plurality of merchants; 

d. transmitting, in response to the indication, customer information to the second 
merchant; 

e. receiving, from the second merchant, a description of a subsidy; 
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f. providing an offer for the subsidy from the second merchant, the step of providing the 
offer being performed before the purchase is consummated; 

g. receiving a response to the offer; and 

h. applying the subsidy to the purchase if the response indicates acceptance of the offer. 
The Examiner notes that Radio Shack during a query for a sale transaction, it is obvious 
that the customer information is being conveyed to Radio Shack just from the premise of 
the customer interacting with Radio Shack. The Examiner notes that Radio Shack would 
"present a list of service plans offered by Sprint with their costs and the amount of 
discount each would bring on the current purchase of the cell phone" once the customer 
indicated his desire to purchase the cell phone. If the customer accepted the subsidy 
offer and completed the Sprint service application form, the discount on the cell phone 
purchase would be given upon receipt of an approval code from Sprint (steps c and d 
above). Each of the service plans had various rules which delineated the qualifications 
needed to be met by the customer and/or cell phone before it was a viable offerable 
option, e.g. subsidy based on length or terms of service contract, cost of phone, age or 
other demographics of the customer, etc. 

While The Myhre Affidavit does not explicitly disclose that the customer is conducting the 
transaction on the merchant's web site, Official Notice is taken that it is old and well 
known within the retail arts for merchants to conduct business and sell a myriad of 
products, to include cellular telephones, on the Internet through web sites. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to update the circa 1990 Radio Shack system to sell products via an online 
web site. One would have been motivated to sell products via a web site in order to 
reach a far wider range of customers. This is the basic reason so many companies have 
migrated at least part of their product sales to the Internet in the past 10-12 years. 
While The Myhre Affidavit does not explicitly disclose that the offer is from a second 
merchant who has been selected from a plurality of merchants based on the customer 
information, Logan discloses a similar method and further discloses providing an offer 
from a second merchant selected from a plurality of merchants based on the customer 
information (col 9, lines 23-50). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use customer information, 
such as an indicated preference for a service provider (e.g. Sprint or AT&T), to present 
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an offer to the Radio Shack customer. One would have been motivated to select the 
offer from a plurality of secondary merchants in order to give the customer greater 
latitude in the selection of service plans and providers, thus increasing the likelihood that 
the customer would accept the offer. If, for instance, the customer had several bad 
experiences with AT&T in the past, there would be little incentive, and probably much 
disincentive, for the customer to accept the subsidy offer if it bound him to a year-long 
service contract with AT&T. The Myhre Affidavit discloses the second merchant (service 
provider) providing offers targeted to the specific customer, but does not explicitly 
disclose sending the customer information to the second merchant prior to receiving the 
targeted offer. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made that the second merchant would require the customer 
information in order to provide an offer targeted to that customer. Therefore, The Myhre 
Affidavit's disclosure of providing targeted offers from the second merchant infers that 
the customer information has been received by the second merchant prior to selection of 
the offer. One would have been motivated to provide the customer information after 
receiving the indication that the customer is willing to purchase an item in order to allow 
new customers, whose information was just being collected, to participate in the 
customized offer system. Finally, the Myhre Affidavit discloses that a new service 
agreement (phone service agreement) between the second merchant (service provider) 
and the customer is initiated for a service to be provided by the second merchant to the 
customer. 

Claim 62: The Myhre Affidavit and Logan disclose a method of 
Logan further discloses generating a customer interface for allowing the customer to 
interact with the system (col 10, lines 51-55). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to allow the Radio 
Shack customer to interact with the system via a customer interface. One would have 
been motivated to use such a customer interface to facilitate completion of the 
application form by the customer, thus eliminating the need to use a facsimile machine 
to send the completed form to Sprint. 

Claim 64: The Myhre Affidavit and Logan disclose the method as in Claim 63 above, and 
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The Myhre Affidavit further discloses charging the amount, based on the difference 
between total price and price charged, to the customer, but does not explicitly disclose 
that it is charged to the customer's credit card. Official Notice is taken that it is old and 
well known within the retail arts for customers to make purchases using credit cards. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to allow the Radio Shack customer to credit the purchase price 
to a credit card account. One would have been motivated to charge the purchase price 
to a credit card account in order to eliminate the need for handling large amounts of cash 
by the customer and merchant. 

5. Claims 3, 4, 17, and 33-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

The Myhre Affidavit in view of Logan et al (5,721,827) and in further view of Saxe (5,636,346). 

Claims 3, 4, and 33: The Myhre Affidavit and Logan disclose the method as in Claim 2 
above, but does not disclose that the customer information includes a service or service 
provider. Saxe discloses a similar method in which the customer information includes the 
customer's "cable account numbers and cable system identification numbers" (col 4, 
lines 18-27). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to include information about The Myhre Affidavit's 
customer's service and service provider. One would have been motivated to include this 
information in order to increase the accuracy and utility of the customer information 
database when used for marketing programs, such as Sprint presenting special offers to 
new customer if they switch their other telephone services (local and/or long distance) to 
Sprint. 

Claim 17: The Myhre Affidavit and Logan djsclose the method as in Claim 1 above, but 
does not disclose receiving the customer information from a third party. Saxe discloses a 
similar method which receives the customer information either directly from the customer 
as The Myhre Affidavit discloses, or from "third party demographic sources" (col 6, lines 
39-48), etc. Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to obtain at least part of The Myhre Affidavit's 
customer information from third party sources. One would have been motivated to obtain 
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the information in this way in order to further expand the information in the database 
without requiring the customer to enter a large amount of data. 

Claims 34-40: The Myhre Affidavit and Logan disclose the method as in Claim 1 above, 
and Saxe discloses determining the service provider of the customer as in Claim 33 
above. However, none of the references disclose the steps involved in changing the 
customer to the new service provider upon receiving an indication of accepting such a 
change from the customer. Official Notice is taken that it is old and well known within the 
art to provide promotional offers for customers to switch from one service provider to 
another (i.e. AOL vs Prodigy vs Compuserve, etc.)(see page 2 of Stephen Ellis, "Credit 
Cards Firms Drive Down Costs", submitted by the Applicant as item GG on the 
Information Disclosure Statement filed on May 19, 1999, paper number 5> as support for 
this Official Notice). It is also well known that one will normally cancel any existing 
service agreement with another service provider when initiating a new service 
agreement with the second service provider (such as when switching long distance 
telephone service providers). It is also well known to check the second service provider's 
customer database to ensure that the requestor is not already a customer. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made for the second service provider to check for duplicate membership, to initiate 
a new service contract with the customer if not a duplicate, and to cancel any existing 
service contract with the other services providers. One would have been motivated do 
perform these steps in order to prevent duplication of services being provided to the 
customer. 



6. Claims 20-28, 41,46-48, and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over The Myhre Affidavit in view of Logan et al (5,721 ,827) and in further view of Weinblatt 
(5,515,270). 

Claims 20-28: The Myhre Affidavit and Logan disclose the method as in Claim 19 above, 
but do not disclose that the price is reduced by a predetermined amount or percentage 
or reduced to zero (free item) or that the reduction is taken if the price of the item is 
greater than the reduction amount. Weinblatt discloses a similar method in which the 
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promotions (offers) "can involve coupons for lowering the price" ... "2 for 1 sale, 
oversize containers sold for the same price, manufacturer rebates, combining one 
product with another product, free giveaways, eligibility for a prize drawing, etc." (col 8, 
lines 40-45). Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made that various types of offers could be utilized, to 
include price reductions based on a predetermined amount, a predetermined 
percentage, reduction of the price to zero (free give-a-way), etc. It also would have been 
obvious to limit the reduction to no more than the total price of the item being purchased. 
One would have been motivated to include these types of price reduction offers and to 
place such a limit on the reduction in order to increase the flexibility of the system while 
preventing the merchant from losing money by actually paying the customer to take th,e 
item (if the price reduction exceeded the price of the item). 

Claims 41, 46, 47, and 50: The Myhre Affidavit and Logan disclose the method as in 
Claim 1 above, but do not disclose that the offer is made only if the priceof the item is 
greater than a predetermined threshold. Weinblatt discloses a similar method in which 
the offer (reward) is based on the purchase parameters, such as number of items, item 
cost, category of item, etc. (col 13, line 11 - col 14, line 19). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
base the offer on various parameters of the purchase information. One would have been 
motivated to use the price of the item or total payment amount in order to present offers 
customized to the purchase to increase the likelihood that the customer will accept the 
offer. 

Claim 48: The Myhre Affidavit and Logan disclose the method of Claim 1 above, and 
Weinblatt discloses basing the offer on the item as in Claims 41, 46, 47, and 50 above. 
Weinblatt also discloses that the advertiser will select the offer (col 13, line 1 1 - col 14, 
line 19). This infers that the advertiser is selecting the offer from a plurality of such 
offers (i.e. if the advertiser only had one offer, there would be no need to make a 
selection). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to select the offer from a plurality of offers. One 
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would have been motivated to have a plurality of offers available in order to increase the 
range of customers and offers with matching parameters. 

7. Claim 66 is rejected under 35 U.S.C. 103(a) as being unpatentable over The Myhre Affidavit 

in view of Logan et al (5,721,827) and in further view of Tedesco (Broacasting & Cable). 

Claim 66: The Myhre Affidavit and Logan disclose the method of Claim 65 above but do 
not explicitly teach that the service comprises Internet service. In an analogous art, 
Tedesco teaches the use of cross-marketing between a phone company and America 
Online to provide Internet service (cols 1, 2 and 3 on page 1). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method of The Myhre Affidavit and Logan et al. to include providing Internet 
service. One would have been motivated to apply the teachings of Colman to the 
method of The Myhre Affidavit and Logan et al. to provide Internet service and thus 
enticing customers with a novel service, increasing and diversifying the customer base 
to achieve greater profitability. 

8. Claims 67 and 68 are rejected under 35 U.S.C. 103(a) as being unpatentable over The 
Myhre Affidavit in view of Logan et al (5,721,827) and in further view of Fleming et al. (Wall 
Street Journal). 

Claims 67 and 68: The Myhre Affidavit and Logan disclose the method of Claim 65 
above but do not explicitly teach that the service comprises insurance service or banking 
service. In an analogous art, Fleming et al. teaches the use of cross-marketing and 
cross-selling between the banking and insurance sectors ("bancassurance" and 
"assurfinance") to provide banking and insurance services §1-3 on page 1). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the method of The Myhre Affidavit and Logan et al. to include 
providing banking and insurance services. One would have been motivated to apply the 
teachings of Colman to the method of The Myhre Affidavit and Logan et al. to provide 
banking and insurance services and thus enticing customers interested in one item with 
an accompanying service, thus increasing and diversifying the customer base to achieve 
greater profitability. 
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9. Claims 69 and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable over The 
Myhre Affidavit in view of Logan et al (5,721,827) and in further view of Colman (Broadcastin & 
Cable). 

Claims 69 and 70: The Myhre Affidavit and Logan disclose the method of Claim 65 
above but do not explicitly teach that the service comprises satellite television service or 
cable television service. In an analogous art, Colman teaches the use of cross- 
marketing and cross-selling between the telephone, cable television and satellite 
television sectors to provide satellite television service and cable television service (§ 4 
and 5 on page 2). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the method of The Myhre Affidavit 
and Logan et al. to include providing satellite television service and cable television 
service. One would have been motivated to apply the teachings of Colman to the 
method of The Myhre Affidavit and Logan et al. to provide service and thus enticing 
customers interested in one item with an accompanying service, thus increasing and 
diversifying the customer base to achieve greater profitability. 

Response to Arguments 

10. Applicant's arguments filed on January 20, 2006 have been fully considered but they are not 
persuasive. 

a. The Applicant argues against the use of an Examiner's Affidavit and requests for 
additional information. The Examiner notes that the use of an Examiner Affidavit is 
provided as per rule 1.104(d)(2). 

When a rejection in an application is based on facts within the personal 
knowledge of an employee of the Office, the data shall be as specific as 
possible, and the reference must be supported, when called for by the 
applicant, by the affidavit of such employee, and such affidavit shall be subject 
to contradiction or explanation bv the affidavits of the applicant and other 
persons. 

With regard to the numerous questions raised by applicant on pages 18-34 of the 
response, this is not a proper challenge to the affidavit. There is no provision in the rule 
for this type of cross-examination to determine the reliability and experience of a 
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witness. Applicant can challenge that the affidavit doesn't teach claim limitations like 
any other reference, but in order to challenge the content, applicant needs other 
affidavits to either explain away what was witnessed as not the invention, e.g. "what 
you saw was the result of some other background process", or to contradict what was 
said, e.g. "I was there and this was not how it was done". Until the Applicant has 
shown that these sale procedures were not practiced at Radio Shack in circa 1990, the 
Examiner maintains the position that The Myhre Affidavit stands on its own and is used 
as reflecting standard sale practices and procedures in circa 1990 at Radio Shack as 
experienced by Myhre. 

b. The Applicant reiterates the argument in reference to Claim 5 that an offer to 
subsidize a purchase is not an advertisement (page 26 of 10/04/2004). The Examiner 
respectfully disagrees and recites the argument previously presented in the Office Action 
dated December 14, 2004: "While the term "advertisement" is a very broad term used to 
identify a wide variety of promotional messages, an offer to subsidize one product if the 
customer purchases that additional product indicated in the offer is just one type of such 
promotional messages." 

c. The Applicant argues in reference to Claim 6 that the prior arts do not teach "other 
types of customer information, such as marital status." The Examiner respectfully 
disagrees as it is standard sale practices during a sale discussion that customer 
information is exchanged from the premise of the interaction with a customer and to 
tailor specific offers based on customer information as recited in the rejection of Claim 6. 

d. The Applicant argues in reference to Claims 15 and 16 that the prior arts do not 
teach "other types of customer information, such as marital status." The Examiner 
respectfully disagrees as it is standard sale practices during a sale discussion to tailor 
offers based on customer information as recited in the rejection of Claims 15 and 16. 

e. The Applicant argues in reference to Claim 42 that the references do not disclose 
only presenting the offer is a predetermined rule is satisfied. The Examiner notes that, as 
discussed in the rejection, the customer must indicate an interest in purchasing a cellular 
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telephone before a subsidy offer is made. If the customer indicates a desire to purchase 
some other product, such as a computer, the cellular telephone subsidy offer is not 
presented. 

f. The Applicant's arguments in reference to Claims 10-11, 13-14, 56-60 and 63 were 
previously raised. The Office Action of December 14, 2004 addressed the Applicant's 
remarks and the current Office Action maintains the same responses. 

g. The Applicant's argument in reference to Claim 61 has been addressed in the 
current rejection. 

h. In response to Applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

i. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In response to applicant's 
argument that the references are nonanalogous arts, it has been held that a prior art 
reference must either be in the field of applicant's endeavor or, if not, then be reasonably 
pertinent to the particular problem with which the applicant was concerned, in order to be 
relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the Examiner maintains that 
the practices outlined in the prior arts are all sales practices of transactions involving a 
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product or a service and that it would have been obvious to modify the method of The 
Myhre Affidavit in view of Logan et al. and the method of The Myhre Affidavit and Logan 
et al. with the teachings of Saxe. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tri V. Nguyen whose telephone number is (571) 272-6965. The examiner 
can normally be reached on M-F 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



nvt 
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